
	CHAPTER 7: INTELLECTUAL PROPERTY RIGHTS

	Objective

APEC economies will:

a.
in conformance with the principles of the TRIPS Agreement:

· ensure adequate and effective protection, including legislation, administration and enforcement of intellectual property rights, 
· foster harmonization of intellectual property rights systems in the APEC region, promote transparency strengthen public awareness activities, 

· strengthen public awareness activities, and 

· promote dialogue on emerging intellectual property policy issues, with a view to further improve intellectual property rights protection and use of the intellectual property rights systems for the social and economic benefit of members.

b. address the challenges for intellectual property rights arising from the rapid growth and developments of the New Economy by:

· establishing legal frameworks to promote creative endeavor and encourage on-line activity;

· ensuring a balance between the different rights and interests of copyright owners, users and distributors;

· establishing an appropriate balance among all stakeholders, including content providers and ISPs in terms of the liabilities for infringing intellectual property on-line; and

· providing incentives for innovation without sacrificing the community’s interest in reasonable access to information.



	Guidelines

Each APEC economy will: 

a.
ensure that intellectual property rights are granted through expeditious, simple, and cost-effective procedures;

b.
ensure that adequate and effective civil and administrative procedures and remedies are available against infringement of intellectual property rights; 

c.      implement and maintain standards  consistent with the APEC Leaders’ Transparency Standards; and

d.
provide and expand bilateral technical cooperation in relation to areas such as patent search and examination, computerization and human resources development in order to ensure adequate intellectual property right protection in compliance with the TRIPS Agreement.



	Collective Actions

APEC economies will take the following collective actions:

a.
Deepening the Dialogue on Intellectual Property Policy;

b.
Support for Easy and Prompt Acquisition of Rights:

(i)
Participation in International IP-related Systems

(ii)
Establishing Internationally Harmonized IPR Systems

(iii)
Cooperation on Searches and Examinations;

c.
Electronic Processing of IPR-related Procedures:

(i)
Electronic Filing Systems
(ii)
Dissemination of Information by Electronic Means;

d.
Appropriate Protection of IPR in New Fields:

(i)
Protection for Biotechnology and Computer-related Inventions

(ii)
Protection for Geographical Indications

(iii)
Electronic commerce;

e.
Cooperation for Improvements to the Operation of IP System;
f.
Establishing Effective Systems for IPR Enforcement:

(i)
Establishment of Enforcement Guidelines

(ii)
Exchange of Information Concerning IPR Infringement

(iii)
Cooperation with other fora/authorities

g.
Promoting IP Asset Management in APEC Economies;

h.
Raising Public Awareness;

i.
Facilitation of Technology Transfer through Ensuring IP Protection. 
The current CAP relating to intellectual property rights can be found in the Intellectual Property Rights Collective Action Plan.



	New Zealand’s Approach to Intellectual Property Rights in 2006
New Zealand has an established legal framework for the protection of intellectual property rights which includes both dedicated and other legislation associated with the protection, enforcement and or prevention of abuse of intellectual property rights (including copyright, plant variety rights, patents, trade marks, geographical indications, industrial designs, and layout designs of integrated circuits).  

Intellectual property rights are important to the New Zealand economy.  Patents, industrial designs, copyright and plant variety rights laws contribute to a framework that is designed to provide incentives to innovate and develop distinctive products.  Trade marks, geographical indications and fair trading laws provide consumers with low cost information about the source and quality of goods on the market, thus encouraging investment in the development of reputation and quality in particular goods and services.

Over the past seven years New Zealand has undertaken a comprehensive review of its intellectual property statutes.  The objective of this exercise has been to reduce compliance costs, reflect international best practice, and give effect to broader economic development objectives.  Much of the work of the review is now complete or nearing completion, with several pieces of legislation to implement changes currently before parliament or in the process of being drafted.  

New Zealand is party to a number of World Intellectual Property Organization administered treaties, including the Patents Co-operation Treaty, the Paris Convention for the Protection of Industrial Property, the Madrid Agreement for the Repression of False or Deceptive Indications of Source of Goods, and the Berne Convention for the Protection of Literary and Artistic Works. 



	Chapter 7: New Zealand’s General Approach to Intellectual Property Rights in 2006

	Section
	 Improvements Implemented Since Last IAP
	Current Situation Regarding Laws and Administrative Procedures
	Further Action  Planned

	TRIPS implementation 


	The Geographical Indications (Wine and Spirits) Amendment Bill, which seeks to establish a voluntary registration system for wine and spirit geographical indications, is currently before Parliament.  The Bill is due for its third and final reading in Parliament in the second half of 2006 and will come into force when associated regulations are completed.


	New Zealand meets, and in some cases has exceeded, its obligations under TRIPS.  New Zealand’s intellectual property regime is transparent and effectively enforced.

For further information on IPR Policy, including copyright information, please visit the Ministry of Economic Development (MED) website at www.med.govt.nz/ or contact info@med.govt.nz.

 

Over the past seven years New Zealand has undertaken a comprehensive review of its intellectual property statutes.  The objective of this exercise has been to reduce compliance costs, reflect international best practice, and give effect to broader economic development objectives.  

A review of the Patents Act 1953 was conducted in 2003. The first stages of the review dealt with updating the technical and operational aspects of the Act. The Government has now taken decisions in relation to the final stage of the review, which considered issues relating to patentability. The Government’s decisions include: 

· strengthening the criteria for granting a patent by requiring that to be patentable an invention must be a “manner of manufacture”, be novel, involve an inventive step, and be useful; 

· excluding from patentability human beings and methods of medical treatment of humans;

· the establishment of a Maori Consultative Committee to provide the Commissioner of Patents with advice as to whether an invention claimed is derived from or appears to be derived from traditional knowledge of New Zealand’s indigenous Maori people, indigenous plants and/or animals, and whether the commercial exploitation of such an invention is or is likely to be contrary to Maori values; and agreeing that plants and animals continue to be patentable in New Zealand;

· the incorporation of an explicit experimental use exception that provides that acts relating to the subject matter of an invention done for experimental purposes will not be an infringement.

Following a review of the Plant Variety Rights Act 1987, the Government decided to amend the Act to incorporate the enhanced rights provided for in the 1991 UPOV Convention.  

The Trade Marks Act 2002 clarified and streamlined the process for registering a trade mark, provided measures to address some concerns over inappropriate registration of Maori words and imagery as trade marks, and included measures to deter piracy and counterfeiting.  These measures include: 
· providing criminal penalties and remedies in the Trade Marks Act that will correspond to those in the Copyright Act (including maximum monetary penalties for trade mark infringement of NZ$10,000 per infringing item up to a maximum of $150,000);

· increasing the maximum criminal penalties for copyright piracy to five years and set corresponding maximum penalties under the Trade Marks Act;

· allowing forfeiture of goods by consent under the Copyright Act 1994;

· extending Customs powers to detain goods subject to copyright and trade mark notices in transit; and 

· allowing affidavit evidence in cases of criminal copyright infringement.

The mechanisms currently in place for the protection of geographical indications for all products are the Fair Trading Act 1986, the common law tort of passing off and the Trade Marks Act 2002.  The Geographical Indications Act 1994 was passed but never brought into force. A Bill to repeal and replace the 1994 Act is in the final stages of the parliamentary process. Features of the provisions of the Geographical Indications (Wine and Spirits) Registration Bill include:

· the registration process applies to wine and spirit geographical indications only; 

· registration of wine and spirit geographical indications is voluntary and the Bill does not purport to affect existing mechanisms in place to protect current or future GIs;

· incorporation of all limitations and exceptions provided for in TRIPS;

· clarification of the relationship of geographical indications and trade marks.

The text of the Bill can be viewed on the MED website at www.med.govt.nz. 


	A Patents Bill to give effect to the proposed amendments to the Patents Act 1953 is in the final stages of drafting and is expected to be introduced to Parliament soon. Once the Bill in enacted and in force, consideration will be given to whether or not New Zealand should accede to UPOV 91.
A Plant Variety Rights Bill to give effect to the proposed amendments to the Plant Variety Rights Act 1987 is in the final stages of drafting and is expected to be introduced to Parliament soon.

Following a review of the implications of digital technology for copyright, a Copyright Amendment Bill has been developed and is awaiting introduction to Parliament.  The Bill aims to ensure that the balance of rights and exceptions that currently apply in an analog environment continue to operate consistently in relation to copyright works in digital format.  Cabinet’s decisions on this issue can be viewed on MED’s website at www.med.govt.nz/.
Submissions on the Discussion Paper “The Commissioning Rule, Contracts and the Copyright Act 1994” are being reviewed and the Government will make decisions on these in due course.
The Government is currently considering accession to the Madrid Protocol Relating to the Madrid Agreement; the Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the Registration of Marks; and the Singapore Treaty on the Laws of Trademarks.  If approved, accession is anticipated by December 2008.
Development of regulations associated with the Geographical Indications (Wine and Spirits) Registration Bill will follow passage of the Bill through Parliament.

	Ensuring the Expeditious Granting of IP Rights


	Applicants are now able to lodge all correspondence with the Intellectual Property Office of New Zealand’s (IPONZ) electronically via the IPONZ website. This ensures that applicants receive prompt confirmation that correspondence has been received by the office and expedites workflow around the processing of this correspondence.


	Almost 100% of all incoming trade mark, patent and design applications are examined within five working days of receipt (or within five working days of the receipt of all relevant documentation for PCT national phase applications).  It is also a business objective to reply to all correspondence within fifteen working days of receipt.  Filing requirements are continually reviewed to reduce compliance costs to businesses.

 

Trade mark applications are able to be filed online.  Around 75% of all trade mark applications are now filed by this method.  These applications are processed electronically and a physical file is not made up.  Incoming correspondence is scanned and made available electronically.

 

Payments of fees by credit card and direct debit are now accepted.

Renewal fees for patents, trade marks and designs are accepted online. New Zealand conducts regular demonstrations for client groups on maximising the utility of the Internet site. 

For further information please visit www.iponz.govt.nz/ or contact iponz@iponz.govt.nz.
The Patents Act 1953 provides for a 15 month period (extendable to 18 months) in which an application must be made in order to be accepted; and a three month period (extendable to four months) from publication to register opposition to the granting of a patent.  Revocation and restoration procedures are also in place.

 

The Trade Marks Act 2002 provides for a 12 month period in which an application must be made in order to be accepted; and a three month period (extendable to four months) from publication to register opposition to the granting of a patent. 

The Designs Act 1953 provides for a 12 month period (extendable to 15 months) in which an application must be made in order to be accepted; and a three month period (extendable to four months) from publication to register opposition to the granting of a patent. 


	Within the next twelve months it is planned to extend on-line services to include the ability for applicants to electronically file patent and design applications through the IPONZ website.

	Effective Enforcement of IP Rights


	
	New Zealand maintains an effective and transparent system for the protection and enforcement of intellectual property rights.

New Zealand has an extensive set of laws designed to allow intellectual property right holders to take action to enforce their intellectual property rights.  These include:

· Border protection measures – the New Zealand Customs Service can suspend the release into circulation of infringing trade mark or copyright goods where the right holder has lodged a notice and bond enabling Customs to detain infringing goods that come into the control of Customs;

· Civil actions for infringement of intellectual property rights and remedies (for example, damages);

· The availability of a range of statutory and common law orders to help rights holders secure evidence and seize infringing articles, property and assets (for example, section 122 of the Copyright Act provides for “delivery up” of infringing copies, 'Anton Pillar' orders provide for access to premises to secure evidence, and 'Metallica' orders allow the confiscation of suspected infringing goods from unnamed persons);

· Specific criminal penalties for piracy and counterfeiting and commercial dealing in infringing items.

 

Legislative measures to deter piracy and counterfeiting were enacted through the Copyright (Parallel Importation of Films and Onus of Proof) Amendment Act.  Details of the Act can be found on the Ministry of Economic Development (MED) website (www.med.govt.nz).


	New Zealand is investigating the possibility of the Ministry of Economic Development (MED) National Enforcement Unit taking a role in the enforcement of the criminal provisions contained in the Trade Marks Act 2002 and the Copyright Act 1994.

	Public Education and Awareness of IP, enhanced IP user skills


	World IP Day 2006 was marked in New Zealand by the Associate Minister of Commerce publicly crushing confiscated pirated DVDs. The Minister also witnessed the signing of a memorandum of understanding between the recording industry and the film industry to work together to combat piracy.

The Ministry of Economic Development (MED) has updated its Copyright Guidelines for staff and has made them available on the Public Sector Intranet to be used as a model by other government agencies.

	New Zealand promotes public education and awareness of intellectual property rights in a number of ways, including media statements, seminars, presentations, and information accessible through government agencies and websites. 

Comprehensive information on intellectual property rights is maintained on the Ministry of Economic Development (MED) website (www.med.govt.nz).  MED has updated its website to incorporate elements identified in the APEC IPR Service Center standard.

New Zealand conducts seminars and demonstrations with client and other groups, SMEs and young creators to promulgate information relating to copyright, patents, trade marks and designs to targeted audiences.  

Information booklets concerning the granting of IPRs relating to patents, trade marks and designs are available free of charge to the public, and may also be obtained from the Intellectual Property Office of New Zealand website at www.iponz.govt.nz/. 

A toll-free information line is available for the public to use to find out more information relating to the registration of IP rights. 


	The awareness raising programmes described in previous reports are ongoing.  New Zealand is constantly reviewing strategies to ensure that it is in a position to take advantage of new opportunities in this area.   This includes the continued development of technological and other services and the availability of information and publicity material in electronic as well as paper media.

In particular, the Ministry of Economic Development (MED) will continue to play an active role in future Public Awareness activity on IPRs.

	APEC Cooperation on IP Issues


	New Zealand hosted an Asia-Pacific IP Office forum in November 2005 that was focused on exchanging views and information about IP office best practices at an operational level, and included discussion around such issues as information technology, resourcing strategies, quality and examination practices.
	New Zealand is an active participant in WIPO fora relating to the protection of traditional knowledge, genetic resources and folklore.

 

In addition to its participation in and contribution towards APEC seminars and workshops, New Zealand has been an active participant in, and has co-hosted local/regional IPR seminars.  A number of these seminars have been conducted in association with the World Intellectual Property Organization (WIPO), the WTO and UPOV.

New Zealand regularly provides assistance in IPR matters to Pacific Island countries and is presently discussing with Australia joint initiatives in this regard.

 

The Trans Tasman Mutual Recognition Arrangement 1998 has resulted in the recognition of Australian Patent Attorneys in New Zealand and vice versa.  Overseas businesses may, therefore, freely choose between New Zealand or Australian patent attorneys when seeking intellectual property protection in New Zealand. 

In December 2004 New Zealand and Australia announced a joint work programme covering the areas of patents (including patent attorney registration), trade marks and plant breeders’ (or plant variety) rights with a view to providing for a seamless intellectual property rights processing regime in each of these areas.  Plans are being developed for the respective IP Offices to work more closely on initiatives to standardise parts of the examination processes. 


	New Zealand will continue to maintain an active role in local and regional IPR fora.

Work on IP coordination with Australia will continue.

	Promote transparency of IPR 

requirements, including by 

implementing the APEC 

Leaders’ Transparency 

Standards on Intellectual 

Property Rights(  


	
	For further information, including on requirements surrounding introduction and review of laws and regulations, see also New Zealand's IAP chapter on Transparency.

General information on laws and procedures concerning the protection of IPR are published on the Internet (www.med.govt.nz and www.iponz.govt.nz).  Specifically, Beginner’s Guides on New Zealand application and registration processes, as well as Trade Mark and Patent Practice Guidelines are published on the Intellectual Property Office of New Zealand (IPONZ) website (www.iponz.govt.nz).  Details on procedures regarding border protection enforcement are available on the Customs website (www.customs.govt.nz).  

IPONZ is New Zealand’s designated contact point for enquiries in IP matters (website www.iponz.govt.nz; domestic contact number 0508 447-669; number for international callers +64 3 9622606; email info@iponz.govt.nz).

New Zealand has made progress with uploading accepted patent specifications onto its website. This enables clients to view published, complete and provisional patent specifications online in pdf or tiff format.

 

The continuing development of the IPOL Internet database allows real time access to the IPONZ database including information that appears on the register. 
	A revised version of the Patents Bill is being prepared for introduction to Parliament in 2006 which clarifies that the grounds for refusal of a patent must be clearly stated.

The Patents Bill also removes the current pre-grant opposition process for patents, but expands the post-grant opposition process and re-examination process.

New Zealand is investigating the possibility of MED’s National Enforcement Unit governmental agency taking on a role in the enforcement of the criminal provisions contained in the Trade Marks Act 2002 and the Copyright Act 1994.


	Improvements in New Zealand’s Approach to Intellectual Property Rights since 1996

	Section
	Position at Base Year (1996)
	Cumulative Improvements Implemented to Date

	General Policy Position


	New Zealand had an established legal framework for the protection, enforcement and prevention of abuse of intellectual property rights. 

 

New Zealand was fully TRIPS compliant.

 

Laws relating to patents and trade marks were being reviewed. 


	A review of the Trade Marks Act 1953 has been completed. The Trade Marks Act 2002 was passed by Parliament in November 2002 and entered into force in August 2003. 

Stages 1, 2 and 3 of the review of the Patents Act 1953 (including a review of the regulation of the patent attorney profession) have been completed.

 

A review of the Plant Variety Rights Act 1987 has also completed. 

A review of aspects of the Copyright Act 1994 (performers’ rights and impacts on copyright of digital technology) has been completed.

A review of the Geographical Indications Act 1994 has been completed. The Geographical Indications (Wine and Spirits) Registration Bill is due for its third and final reading in Parliament in the second half of 2006 and will come into force when associated regulations are completed.



	Ensuring the Expeditious Granting of IP Rights


	The New Zealand Patent Office was undertaking a process of business and strategic planning to ensure that changes to administrative and management procedures implemented in response to new technology, international trends and the needs of clients served to expedite the granting and registering of intellectual property rights and reduce costs to business for obtaining such rights.

 
	The Intellectual Property Office of New Zealand (IPONZ, formerly the New Zealand Patent Office) has implemented new administrative procedures and management structures as well as using new technology to ensure intellectual property rights are granted expeditiously and business compliance costs reduced.   

 

IPONZ examines applications within five working days of filing.

 

Implementation and continuing development of the IPONZ website has allowed real time access to the Intellectual Property databases, including filing trade mark applications, payment of renewal fees, submitting correspondence online and viewing patent specifications.


	Effective Enforcement of IP Rights


	New Zealand maintained an effective and transparent system for the protection and enforcement of intellectual property rights.  
	The Trade Marks Act 2002 established new offences and stringent penalties to deter piracy and counterfeiting.

The Copyright (Parallel Importation of Films and Onus of Proof) Amendment Act 2004 shifted the evidentiary onus of proof in civil proceedings relating to the act of importation of computer programs, films and/or sound recordings.

A review of the Copyright Act considering the implications of digital technology for copyright was conducted in order to ensure that the rights of copyright owners and users, as provided under the Copyright Act 1994, were upheld in a digital environment.  A Copyright Amendment Bill is awaiting introduction to Parliament.

New Zealand is investigating the possibility of the Ministry of Economic Development’s National Enforcement Unit governmental agency taking a role in the enforcement of the criminal provisions contained in the Trade Marks Act 2002 and the Copyright Act 1994.



	Public Education and Awareness


	A range of information was provided by the Ministry of Economic Development, including the Intellectual Property Office of New Zealand (IPONZ).
	Continued provision of seminars and information, including the publication of an Intellectual Property Office Bulletin to promulgate information and latest developments.  IPONZ has also established a dedicated client services unit with a dedicated URL. 

IPR Service Centre website has been upgraded.



	APEC Cooperation on IP Issues


	New Zealand sought to collaborate with other APEC members to provide bilateral technical cooperation.

 
	New Zealand has participated actively in international fora, including the hosting of regional workshops and seminars.

	Continuously strive to increase 

transparency of IPR requirements,

 including implementation of 

APEC Leaders’ Transparency 

Standards on Intellectual Property

 Rights(  


	
	


Appendix – APEC Leaders Transparency Standards on Intellectual Property

Introduction

On 27 October 2002, in Los Cabos, Mexico, APEC Leaders adopted the Statement to Implement APEC Transparency Standards (“Leaders’ Statement”), and directed that these standards be implemented as soon as possible, and in no case later than January 2005.  In paragraph 8 of the Leaders’ Statement, APEC Leaders instructed that “APEC sub-fora that have not developed specific transparency provisions should do so,” and further instructed that such new transparency provisions should be presented to Leaders upon completion for incorporation into the Leaders’ Statement.  Accordingly, the Intellectual Property Experts Group (IPEG) developed the following set of transparency standards on intellectual property for incorporation into the Leaders’ Statement.  These principles flow from the General Principles on Transparency agreed to by APEC Leaders at Los Cabos, and provide specific guidance for implementation within an intellectual property context.  

Transparency Standards on Intellectual Property:

1.  In accordance with paragraph 1 of the Leaders’ Statement, each Economy will promptly publish in its national language or otherwise make available its laws, regulations, and progressively, all procedures concerning the protection, including enforcement, of intellectual property rights in such a manner as to enable interested parties to become acquainted with them and so that the system for protecting and enforcing intellectual property rights shall be transparent.

2.  Furthermore, each Economy will clarify procedures and practices regarding application, issuance, and registration of intellectual property rights by providing the following information:  (a) Clear and simple instructions, and an explanation of the steps involved regarding the application and registration process, (b) Examination guidelines and assessment criteria used to review an application for approval, if applicable, (c) Contact points for inquires on standards, technical regulations, and other requirements, (d) Provisions that are directed to SMEs.

3.  Each Economy will also provide a system for the registration of industrial property, which shall include: (a) Providing to the applicant a communication in writing, which may be electronic, of the reasons for any refusal to register a trademark or grant a patent; (b) Providing to the applicant an opportunity to respond to communications from the relevant government authorities, to contest an initial refusal, and to have a higher authority review any  refusal to register a trademark or grant a patent; (c) An opportunity for interested parties to petition to oppose or to challenge a trademark or patent application or to seek cancellation after a trademark has been registered or a patent has been granted; and (d) A requirement that decisions in opposition or cancellation proceedings be reasoned and in writing.
4.  Each Economy will provide that final judicial decisions or administrative rulings, those where appeals are no longer possible, of general applicability pertaining to the protection, including enforcement, of intellectual property rights shall be communicated to the parties to the proceedings.   Each Economy will also provide for prompt publication of such decisions or rulings, or where such publication is not practicable, made publicly available, in a national language in such a manner as to enable governments and rights holders to become acquainted with them.
5.  In accordance with paragraph 2 of the Leaders’ Statement, each Economy will, when possible, publish in advance any proposed changes to laws, regulations, and progressively, all procedures concerning the protection, including enforcement, of intellectual property rights, and provide interested persons a reasonable opportunity for public comment.   Each Economy will also make available to all interested parties timely updates of changes to intellectual property law statutory regimes, including via the APEC Secretariat.

6.  In addition to paragraphs 3, 4, and 5 of the Leaders’ Statement, each Economy will conduct periodic reviews of administrative regulations, rules, and procedures to ensure they are simplified, consistent, and transparent.   Outstanding issues raised by the reviews will be resolved in a timely manner.

7.  Each Economy will publish information on its efforts to provide effective enforcement of intellectual property rights in its civil, administrative and criminal system, including any statistical information that the Economy may collect for such purposes.

8.  Each Economy will conduct regular briefings in appropriate fora to provide updates on the status of intellectual property protection and enforcement as well as future policy direction, if appropriate

Confidential information - Nothing in the provisions of this statement shall require an Economy to disclose confidential information which would impede law enforcement or otherwise be contrary to the public interest or would prejudice the legitimate commercial interests of particular enterprises, public or private.

( Economies should report against the actual language in the APEC Leaders’ Transparency Standards on Intellectual Property Rights, which can be found in the �HYPERLINK  \l "Appendix"��Appendix� at the end of this document.  


( Economies should report against the actual language in the APEC Leaders’ Transparency Standards on Intellectual Property Rights, which can be found in the �HYPERLINK  \l "Appendix"��Appendix� at the end of this document.  Economies should continue to use 1996 as the base year for previously raised IAP transparency issues, but may use 2003 as the base year for reporting on new transparency commitments per the APEC Leaders’ Transparency Standards.








